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REPLY BRIEF 

I. Status Of Claims 

The Examiner's Answer did not object to the status of the claims set out in 
Appellants' Brief on Appeal. However for convenience, the status is repeated here. 
Claims 1-21 stand finally rejected and are under appeal. 

II. Grounds of Rejection To Be Reviewed On Appeal 

The Examiner's Answer did not object to the grounds of rejection to be 
reviewed set out in Appellants' Brief on Appeal. However for convenience, the grounds 
to be reviewed are repeated here. 

1. Whether Claims 1-21 are obvious under 35 U.S.C. § 103(a) over 
United States Patent No. 5,965,257 ("Ahluwalia '257") in view of United States Patent 
No. 4,600,634 ("Langer") and GB 2167060 ("GB '060") or United States Patent No. 
4,994,317 ("Dugan") or United States Patent No. US 6,228,497("Dombeck")? 

III. Argument 

Claims 1 and 2 are the sole independent claims appealed. All the appealed 
claims, i.e. claims 1-21, stand rejected as obvious under 35 U.S.C. § 103(a) over 
Ahluwalia '257 in view of Langer and GB '060 or Dugan or Dombeck. Appellants 
submit that the outstanding 35 U.S.C. § 103(a) rejection cannot be sustained for at least 
the reasons discussed below. 



Attorney Docket No. 03398.000005. PATENT APPLICATION 

A. The Examiner Fails To Establish A Prima Facie Case 
Of Obviousness For Independent Claim 1 Because 
The Examiner Does Not Give Appropriate Consideration 
To The "Consisting Essentially Of" Transitional Phrase 

Appellant respectfully submits that the Examiner still fails to establish a 
prima facie case of obviousness because the Examiner's Answer does not reflect a full 
appreciation of the claimed invention and thus, does not give appropriate consideration to 
the "consisting essentially of transitional phrase. 

As previously pointed out, the transitional phrase "consisting essentially 
of limits the scope of a claim to the specified materials "and those that do not materially 
affect the basic and novel characteristic(s)" of the claimed invention. M.P.E.P. § 21 1 1 .03 
at 2100-142 (8th ed., Rev. 7) (quoting In re Herz, 537 F.2d 549, 551-52 (CCPA 1976)) 
(emphasis original). 

The Examiner asserts that the basic and novel characteristic of the claimed 
invention is not the strength of the composite material, but the heat insulating and fire 
resistant properties of the material. See Examiner's Answer, page 6. The Examiner 
further asserts that the absence of a substrate or the presence of a substrate, which is an 
alternative to the invention in independent claim 2, gives further weight to the 
Examiner's position that the strength of the composite is not the basic and novel 
characteristic of the invention. Id. 

Appellant respectfully disagrees and submits that a substrate affects the 
basic and novel characteristics of the invention recited in independent claim 1 and is 
therefore excluded by the transitional phrase "consisting essentially of." As noted in the 
application, for example, at page 5, paragraph [0015], the inclusion of a substrate 
provides strength. Thus, the embodiment comprising a substrate is useful when added 
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strength is desired. Therefore, the ability to omit the substrate in one embodiment of the 
claimed invention is a basic and novel characteristic (i.e., allow for variations in 
strength). 

Thus, contrary to the Examiner's assertion, a basic and novel characteristic 
of the claimed invention is, in fact, the ability of the composite material to maintain its 
heat insulating and fire resistant properties regardless of whether a substrate is or is not 
used, depending upon the implementation sought. Claim 1 and claim 2 represent subject 
matter relating to two different embodiments of the invention. By reading a substrate 
into independent claim 1, the Examiner has effectively omitted the embodiment of the 
composite material of claim 1 . 

Furthermore, the Examiner has cited no prior art in which a heat insulating 

or fire resistant material lacks a substrate and comprises all the elements of the claimed 

invention, thereby failing to establish a prima facie case of obviousness against 

independent claim 1 . Thus, Appellant respectfully requests that the final rejection of 

claim 1 under 35 U.S.C. § 103(a) be withdrawn. 

B. The Examiner Fails To Establish A Prima Facie Case 
Of Obviousness For Independent Claim 2 Because 
One Of Ordinary Skill In The Art Would Not Combine 
The References Relied Upon By The Examiner 

Appellant respectfully submits that the Examiner still fails to establish a 
prima facie case of obviousness because the Examiner does not consider the 
compatibility of combining the materials disclosed in the prior art. 

As previously discussed, it is fundamental that the Examiner bears the 
burden of establishing a prima facie case of obviousness. See M.P.E.P. § 2142 at 2100- 
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127. If the Examiner does not do so, then the Appellant is under no obligation to submit 
evidence of nonobviousness. Id. 

In KSR Int'l Co. v. Teleflex Inc., 550 U.S. 398, 418 (2007) (quoting, with 
approval, In re Kahn, 441 F.3d 977, 988 (Fed. Cir. 2006)), the Supreme Court reiterated 
the well-established principle that "rejections on obviousness cannot be sustained with 
mere conclusory statements; instead, there must be some articulated reasoning with some 
rational underpinning to support the legal conclusion of obviousness." Thus, at the very 
least, in order to establish a prima facie case of obviousness, the Examiner must analyze 
the Graham factors and articulate reasoning with some rational underpinning to support 
the asserted obviousness conclusion. Merely relying on conclusory statements renders an 
asserted prima facie case of obviousness deficient. 

Additionally, post KSR, the Federal Circuit in composite materials cases 
has recognized that the analysis under § 103 must include 1) examining whether the 
specified classes of materials proposed by the prior art comprise a large number of 
substances with quite different properties, and 2) determining whether the various 
combinations of those materials are compatible depending on how they are assembled to 
reach a proposed combination. See, Sud-Chemie Inc. v. Multisorb Tech. Inc., 554 F.3d 
1001, 1006 (Fed. Cir. 2009) ("However, in concluding that Komatsu teaches the use of 
compatible polymeric materials, the district court failed to acknowledge that the specified 
classes of materials comprise a large number of substances with quite different 
properties, and that various combinations of those materials can be compatible or 
incompatible depending on how they are assembled in layers to form the container."). 
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The Examiner asserts that Appellant has impermissibly argued non- 
obviousness by attacking references individually where the rejections are based on a 
combination of references. See Examiner's Answer, p. 6. Appellant respectfully submits 
that the argument presented is quite the opposite of the Examiner's assertion; Appellant 
submits that one of ordinary skill in the art would not combine the references cited after 
considering the combination of disclosures of the references as a whole at the time the 
claimed invention was made. 

The Examiner's sole rationale for establishing a prime facie case of 
obviousness relies on the presumption that features of a particular composite material will 
remain after any modification. Like the obviousness analysis performed by the district 
court in Sud-Chemie, which the Federal Circuit held was improper, the Examiner fails to 
acknowledge that the specified classes of materials utilized in Ahluwalia '257 and the 
Examiner's proposed combination comprise a large number of substances with quite 
different properties, and thus, require additional analysis for determining whether the 
various combinations of those materials are compatible depending on how they are 
assembled to reach a proposed combination . The Examiner does not provide any analysis 
in this regard. 

Appellant, on the other hand, has provided reasons why the combination 
of materials proposed by the Examiner, would have appeared to be incompatible to a 
person of ordinary skill in the art after analyzing the prior art materials, and therefore, not 
obvious. In this regard, Appellant notes that if the proposed modification or combination 
of the prior art would change the principle of operation of the prior art material being 
modified, then the teachings of the references are not sufficient to render the claims 
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prima facie obvious. M.P.E.P. § 2143.01(VI) at 2100-141 (citing In re Ratti, 270 F.2d 
810 (CCPA 1959)). Similarly, it is improper to combine references where the references 
teach away from their combination. M.P.E.P. § 2145(X)(D)(2) at 2100-168 (citing In re 
Grasselli, 713 F.2d 731, 743 (Fed. Cir. 1983)). 

First, the teachings of Langer, GB '060, Dugan, and Dombeck are in 
opposition to a principle of operation of the structural article disclosed in Ahluwalia '257. 
One principle of operation for the Ahluwalia '257 article is to keep the coating from 
bleeding to the other side of the substrate by using a coating having the same ionic charge 
as the substrate. As previously explained, Langer, GB '060, Dugan, and Dombeck, by 
contrast, teach coatings that do bleed through the substrate. See, e.g., Langer, col. 4, 11. 2- 
3; Dugan, col. 3, 11. 1 1-12. An additional principle of operation for Ahluwalia '257 is the 
use of a coating having the same ionic charge as the substrate. Dombeck, however, 
relates to a coating that has the opposite charge as the fibers it coats. Col. 4, 1 1 . 29-36. 

Second, Ahluwalia '257 teaches away from the claimed composite 
material, which comprises a substrate and a first layer that includes a clay filler 
component and that does not bleed through the substrate. Ahluwalia '257 teaches a 
coating that does not bleed through the substrate, but the filler in that case is selected 
from the group consisting of fly ash, charged calcium carbonate, ceramic microspheres, 
and mixtures thereof. Abstract; col. 2, 11. 3-8; col. 2, 1. 21, to col. 3, 1. 4. Nothing in 
Ahluwalia '257 indicates that clay may be included among filler components to produce 
a coating that has essentially the same ionic charge as the substrate and thus, not bleed 
through that substrate. Indeed, Ahluwalia '257 distinguished the described and claimed 
invention from prior art laminates, such as U.S. Patent No. 5,001,005 ("Blanpied"), that 
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featured clay as a filler in the construction of planar facing sheets. Ahluwalia '257, 
col. 1, 11. 17-27. Furthermore, nearly two years after the issuance of Ahluwalia '257, 
Ahluwalia continued to distinguish the invention disclosed therein from products which 
included clay as a filler component. See U.S. Patent No. 6,858,550, col. 2, 11. 36-42. 

Finally, one of ordinary skill in the art would not combine Langer with GB 
'060, Dugan, or Dombeck to produce a material comprising clay because Langer also 
teaches away from the use of clay, either as a binder or a filler. Langer states that the 
compositions described therein, which require an organic binder, "do not rely on 
inorganic binders (such as clay . . .)." Col. 2, 11. 54-56. Langer also does not contemplate 
the use of clay as a filler. A typical filler in Langer' s material "would be hydrated metal 
oxides and borates." Id. at col. 3, 11. 56-57. 

For at least these reasons, one of ordinary skill in the art would not 
combine 1) the zero bleed through structural article of Ahluwalia '257 with the mixtures 
of Langer, GB '060, Dugan, and/or Dombeck; 2) the coating of Ahluwalia '257 having 
the same ionic charge as the substrate with the coating of Dombeck having an opposite 
charge as the fibers; 3) the structural article of Ahluwalia '257 that lacks clay in order to 
prevent bleed through with clay-containing materials that are explicitly distinguished by 
Ahluwalia '257; or 4) the organically bound product of Langer with the clay-filled 
materials of GB '060, Dugan, and Dombeck. The Examiner fails to analyze the 
compatibility of the materials used in the references cited, and therefore, fails to establish 
a prima facie case of obviousness against independent claim 2. Thus, Appellant 
respectfully requests that the final rejection of claim 2 under 35 U.S.C. § 103(a) be 
withdrawn. 
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C. Dependent Claims 3-21 Are Not Obvious Because 
They Depend From Nonobvious Claims 1 And 2 

If an independent claim is nonobvious under 35 U.S.C. § 103, then any 

claim depending therefrom is also nonobvious. M.P.E.P. § 2143.03 at 2100-142 (citing In 

re Fine, 837 F.2d 1071 (Fed. Cir. 1988)). Accordingly, because independent claims 1 

and 2, from which claims 3-21 directly or ultimately depend, are not obvious for at least 

the aforementioned reasons, it is clear that dependent claims 3-21 are also not obvious. 

Thus, Appellant respectfully requests that the final rejection of claims 3-21 under 35 

U.S.C. § 103(a) be withdrawn. 

IV. Conclusion 

Appellant respectfully submits that the 35 U.S.C. § 103(a) rejections of 
record are deficient for at least the foregoing reasons. Accordingly, Appellants 
respectfully request that the final rejections be withdrawn. 

Respectfully submitted, 

Date: November 2, 2009 /Alicia A. Russo/ 

John D. Murnane 
Registration No. 29,836 

Alicia A. Russo 
Registration No. 46,192 

Attorneys for Appellant 

FITZPATRICK, CELLA, HARPER & SCINTO 
1 290 Avenue of the Americas 
New York, NY 10104-3800 
Telephone: 212/218-2100 
Facsimile: 212/218-2200 
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V. Claims Appendix 

The Examiner's Answer points out a minor error in the claims listed in 
Appellants' Brief on Appeal. Therefore, Appellants provide a corrected listing of the 
claims below. 

1 . A heat insulating and fire resistant composite material consisting essentially of: 

(a) a first layer which comprises a surfactant component, surfactant-generated 
microcells, a filler component and a binder component; and 

(b) a second layer comprising a metallic component adhered to the first layer. 

2. A heat insulating and fire resistant composite material comprising: 

(a) a substrate; 

(b) a first layer adhered to the substrate to provide a coated substrate, said first 
layer comprising a surfactant component, surfactant-generated microcells, a filler 
component comprising clay and a binder component, wherein said binder bonds the filler 
material together and to the substrate and wherein said first layer does not bleed through 
the substrate; and 

(c) a second layer comprising a metallic component adhered to the coated 
substrate. 

3 . The composite material according to claim 2 wherein said substrate is planar and 
said first layer is adhered to one side of the substrate. 
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4. The composite material according to claim 2 wherein said substrate is planar and 
said first layer is adhered to both sides of the substrate. 



5. The composite material according to claims 3 or 4 wherein said second layer is 
adhered to one side of said coated substrate. 

6. The composite material according to claims 3 or 4 wherein said second layer is 
adhered to both sides of said coated substrate. 

7. The composite material of claim 1 , wherein said first layer is planar and the 
second layer is adhered to one side of the first layer. 

8. The composite material of claim 1, wherein said first layer is planar and the 
second layer is adhered to both sides of the first layer. 

9. The composite material according to claims 1 or 2 wherein said composite 
material further includes a water repellent material. 

10. The composite material according to claims 1 or 2 wherein said composite 
material further includes an antifungal material. 

1 1 . The composite material according to claims 1 or 2 wherein said composite 
material further includes an antibacterial material. 
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12. The composite material according to claims 1 or 2 wherein said composite 
structural material further includes a surface friction agent. 

13. The composite material according to claims 1 or 2 wherein said composite 
structural material further includes a flame retardant material. 

14. The composite material according to claims 1 or 2 wherein said composite 
material further includes an algaecide. 

15. The composite material according to claims 1 or 2 wherein said first layer is 
colored with dye. 

16. The composite material according to claims 1 or 2 wherein the filler component 
comprises clay. 

17. The composite material according to claims 1 or 2 wherein the surfactant 
component is a fast soap. 

18. The composite material according to claims 1 or 2 wherein the surfactant 
component forms surfactant-generated microcells. 
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19. The composite material according to claims 1 or 2 wherein the binder component 
is SBR latex. 

20. The composite material according to claim 1 or 2 wherein the metallic component 
is selected from the group consisting of aluminum or stainless steel 

2 1 . The composite material according to claim 20, wherein the metallic component is 
aluminum foil. 
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SUD-CHEMIE, INC., Plaintiff-Appellant, v. MULTISORB TECHNOLOGIES, 
INC., Defendant-Appellee. 

2008-1247 

UNITED STATES COURT OF APPEALS FOR THE FEDERAL CIRCUIT 
554 F.3d 1001-, 2009 U.S. App. LEXIS 1640; 89 U.S.P.Q.2D (BNA) 1768 

January 30, 2009, Decided 



PRIOR HISTORY: [**1] 

Appeal from the United States District Court for the 
Western District of Kentucky in case no. 3:03-CV-29, 
Judge Charles R. Simpson, III. 

Sud-Chemie, Inc. v. Multisorb Techs., Inc., 2007 U.S. 
Dist. LEXIS 66507 (W.D. Ky., Sept. 5, 2007) 

DISPOSITION: . VACATED and REMANDED. 



COUNSEL: Kevin M. O'Brien, Baker & McKenzie 
LLP, of Washington, DC, argued for plaintiff-appellant. 
With him on the brief were Kevin J. Sullivan and Thomas 
A. Doyle, and James J. Dries, of Chicago, Illinois. 

Michael R. McGee, McGee and Gelman, of Buffalo, New 
York, argued for defendant-appellee. 

JUDGES: Before RADER, FRIEDMAN, and BRYSON, 
Circuit Judges. 

OPINION BY: BRYSON 

OPINION 

[*1002] BRYSON, Circuit Judge. 

Desiccant containers are frequently used to maintain 
a dry environment for products during storage or 
shipping. Some desiccants function by absorbing water 
vapor and undergoing a phase change into liquid form. 
Leakage of the liquid from the desiccant container would 
defeat the purpose of the desiccant and could damage 



either the products that are being maintained in a dry 
environment or the container [*1003] in which the 
products are being shipped. For that reason, it is 
important that desiccant containers used in that manner 
be permeable to water vapor but impermeable to liquid 
water, and water, and that they have strong, leak-proof 
seals, so that the seals will not fail even [**2] if a 
substantial volume of liquid collects inside the container. 

Sud-Chemie, Inc., owns U.S. Patent No. 5,743,942 
("the '942 patent"), which is directed to a desiccant 
container made from a water-vapor-permeable, 
multilayered packaging material. The packaging material 
recited by the '942 patent consists of two films: a 
microporous film and a laminate film. The two films are 
heat-sealed to each other around the edges to form a 
closed container for the desiccant material that is placed 
within. Sud-Chemie manufactures commercial desiccant 
containers covered by the '942 patent 

According to the '942 patent, many prior art 
desiccant packages sought to solve the problem of water 
leakage from the package by creating seals from films 
coated with adhesives and sealed together with heat 
sealers. '942 patent, col. 1, 11. 61-64. In contrast, the '942 
patent sought to solve the leakage problem by requiring 
the use of packaging films that are not coated with 
adhesives but that are "compatible" with each other. The 
'942 patent explains that when they are sealed together 
with a heat sealer, uncoated but compatible film materials 
form stronger seals than adhesive-coated films. In 
addition, they are less [**3] costly and can be sealed 
using conventional high-throughput heat-sealing 
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machines that cannot readily be used with 
adhesive-coated films. Id. at col. 3, 11. 16-28. Claim 1 of 
the '942 patent, which is the only independent claim, 
reads as follows: 

A desiccant container comprising a 
desiccant material surrounded by a 
laminated, water vapor permeable 
desiccant packaging material, wherein said 
packaging material comprises an uncoated 
microporous film haying an inner and 
outer surface heat sealed to an uncoated 
laminate film having an inner and outer 
surface, wherein the uncoated 
microporous film comprises a different 
composition from the uncoated laminate 
film, wherein wherein edges of the inner 
surface of the uncoated microporous film 
are sealed to edges of the inner surface of 
the uncoated laminate film, and wherein 
the inner surface of the uncoated 
microporous film and the inner surface of 
the uncoated laminate film are comprised 
of compatible polymeric materials. 

Defendant Multisorb manufactures and sells 
TranSorb desiccant bags, which are also designed and 
marketed to protect cargo from moisture damage during 
shipment. In 2003 Sud-Chemie brought suit against 
Multisorb in the United [**4] States District Court for 
the Western District of Kentucky, alleging that 
Multisorb's TranSorb product line infringes the '942 
patent. After the district court issued an order construing 
the disputed terms of claim 1, the parties filed 
cross-motions for summary judgment on the issues of 
infringement and validity. 

The central issue with respect to validity was 
whether a prior art patent, U.S. Patent No. 4,487,791 
("Komatsu"), rendered the '942 patent invalid for 
obviousness. The Komatsu patent is directed to an 
oxygen-absorbing package in which an oxygen-absorbing 
material is surrounded by a gas-permeable packaging 
material. The packaging material in Komatsu consists of 
a microporous film and a laminate film sealed together 
with a conventional heat-sealing machine. Komatsu, col. 
1, 11. 6-8, 57-61. The district court found that the 
polymeric microporous and laminate films disclosed by 
Komatsu were identical [*1004] to those described in 



the '942 patent and that both patents taught heat sealing 
the films using conventional high-speed packaging 
equipment. The court therefore concluded that "the 
Komatsu patent taught the same container as the '942 
patent, with the exception of the absorbent material 
[**5] disposed between the layers." According to the 
district court, the '942 patent simply substituted a 
desiccant material for an oxygen-absorbing material. 
Citing the Supreme Court's decision in KSR International 
International Co. v. Teleflex Inc., 550 U.S. 398, 127 S. 
Ct. 1727, 167 L. Ed. 2d 705 (2007), the court held that 
the substitution of one absorbing material for another 
would have been obvious to a person of skill in the art of 
atmospheric packaging. The district court therefore 
granted summary judgment that the '942 patent was 
invalid for obviousness in view of the prior art Komatsu 
patent. Sud-Chemie appeals that decision to this court. 

I 

Sud-Chemie asserts that the district court erred in 
concluding that the Komatsu and '942 patents teach 
identical containers that differ only as to the absorbent 
substance encapsulated by the packaging materials. 
Specifically, Sud-Chemie contends that Komatsu fails to 
teach three of the limitations pertaining to the desiccant 
container that are recited in claim 1: (1) the use of 
uncoated microporous and laminated films; (2) the 
water-vapor-permeable character of the packaging 
materials; and (3) the use of "compatible" polymeric 
materials (as that term is defined in the specification 
[**6] of the '942 patent) on the inner surfaces of the 
microporous film and the laminated film. We agree with 
Multisorb that Komatsu teaches the first two elements. 
However, we conclude that the evidence before the 
district court does not support the court's conclusion that 
Komatsu discloses the use of compatible polymeric 
materials, and for that reason, we conclude that the 
court's summary judgment order must be vacated. We 
address each of the three disputed claim limitations in 
turn. 

A 

Claim 1 of the '942 patent requires that the desiccant 
packaging material be composed of an "uncoated 
microporous film . . . heat sealed to an uncoated laminate 
film . . . ." In its claim construction order, the district 
court construed the term "uncoated" "uncoated" to mean 
"uncoated with an adhesive." According to the '942 
patent, uncoated compatible films can produce stronger 
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seals than those formed using incompatible films that are 
coated with adhesive. '942 patent, col. 7, 11. 14-16. 
Furthermore, the patent explains that adhesive-coated 
films are more expensive and that using adhesives can 
prevent conventional heat-sealing machines from 
operating at maximum efficiency. Id., col. 3, 11. 19-21, 
26-28. 

Komatsu [**7] refers generally to microporous 
"films" and laminated nonwoven fabric "sheets." 
Moreover, Komatsu repeatedly refers to the process of 
adhering the films and sheets together by heat sealing, 
with no indication that the process contemplates the use 
of adhesive coatings on the films. See Komatsu, col. 1, 11, 
29-31; col. 3, 11. 42-43; col. 4, 11. 14-15, 36-37. 
Sud-Chemie contends that because Komatsu does not 
specifically refer to the films as "uncoated," it fails to 
teach the purportedly critical requirement of the '942 
patent that both the laminate and microporous films be 
uncoated. 

Sud-Chemie draws the wrong inference from 
Komatsu's failure to specifically refer to the films as 
uncoated. As noted, Komatsu plainly teaches that 
containers can be made of films that are heat sealed 
[*1005] without the use of adhesives, and thus without 
coatings, Moreover, Sud-Chemie has not offered any 
evidence that a reference to a microporous or laminate 
film would be understood by one of skill in the art as 
contemplating a film with an adhesive coating attached. 
The district court was thus correct to characterize 
Komatsu as teaching the use of uncoated films and not to 
interpret Komatsu as disclosing only films [**8] coated 
with adhesives. 

Sud-Chemie further asserts that Komatsu "includes 
no teaching or suggestion on how the films are prepared." 
In fact, Komatsu describes in fair detail how the 
microporous film may be prepared: 

The microporous film employed in the 
practice of this invention may be prepared 
by: cold orientation of film; orientation of 
different substance-containing film; 
extraction of different substance from 
different substance-containing film; 
extraction of different 

substance-containing film, followed by 
orientating the so-treated film; laminatings 
of nonwoven fabrics; cross dispersing of 



bundle of fibers, followed by heat-pressing 
the resulting material; and irradiation of 
film with an electron beam. 

Komatsu, col. 2, 11. 21-30. 1 Notably, neither that 
description nor Komatsu's description of the laminated 
films contains any suggestion that the process described 
in Komatsu requires the use of adhesive coatings. The 
district court therefore did not err in concluding that 
Komatsu discloses the use of uncoated microporous and 
laminated films. 

1 The '942 patent contains a virtually identical 
description of how to produce microporous films: 

The uncoated microporous or 
nonwoven film may [**9] be 
prepared by any conventional film 
forming process including cold 
orientation of the film, orientation 
of different substance-containing 
films, extraction of different 
substances from different 
substance-containing films, 
extraction of different 
substance-containing film followed 
by orientation of the treated film, 
cross-dispersing of a bundle of 
fibers followed by heat-pressing 
the resulting film and any other 
conventional procedures utilized 
for the formation of a microporous 
film. 

'942 patent, col 5, 11 16-24. 

B 

Claim 1 also requires that the desiccant container be 
composed of "water vapor permeable" packaging 
material. The district court did not specifically address 
that requirement of the '942 patent. [**10] Sud-Chemie 
contends that there is a disputed issue of fact as to 
whether Komatsu teaches the use of 
water-vapor-permeable packaging materials. However, 
Komatsu describes the packaging films as permeable to 
air. Komatsu, col. 2, 11. 39-41, 50-52. As Multisorb's 
expert represented in his affidavit (without any expert 
rebuttal from Sud-Chemie), air invariably includes water 
vapor. Thus, by disclosing air-permeable films, Komatsu 
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necessarily discloses films that are 
water-vapor-permeable. 

Based on Komatsu's references to the packaging 
materials as "waterproof and "water impermeable," 
Sud-Chemie contends that Komatsu does not 
disclose-and in fact teaches away from-a 
water-vapor-permeable packaging material. That 
argument is unpersuasive, however, because it 
erroneously equates impermeability to water with 
impermeability to water vapor. A material can be both 
permeable to water vapor and impermeable to liquid 
water, as the specification of the '942 patent makes clear. 
See '942 patent, col. 1, 11. 37-42. Although Komatsu 
refers to "water" without specifying its state of matter, it 
is clear from context that Komatsu's reference to [*1006] 
"water" was to liquid, water, as opposed to water in its 
gaseous [**I 1] (water vapor) or solid (ice) states. Thus, 
Komatsu explains that because the packaging films are 
"water impermeable," the container "can be packed with 
liquid or semi-liquid foodstuffs." Komatsu, col. 3, 11. 
60-62. From its specification, it is therefore clear that 
Komatsu teaches materials that are impermeable to liquid 
water, but not to water vapor. The '942 patent similarly 
describes the desiccant container as "absorbing water 
vapor without releasing water from the container . . . ." 
'942 patent, col. 3, line 67, through col. 4, line 1. 
Komatsu's reference to "waterproof packaging materials 
therefore is not inconsistent with its disclosure of 
water-vapor-permeable materials. 

Even if Komatsu did not disclose 
water-vapor-permeable films, it would have been obvious 
to a person of skill in the art to create a desiccant 
container with packaging materials that are permeable to 
water vapor. The '942 patent acknowledges that desiccant 
containers that absorb water vapor were well known in 
the art at the time of the invention. '942 patent, col. 1, 11. 
12-13. Because the containers for a desiccant must 
necessarily be permeable to water vapor, it would have 
been obvious at the time of the invention [**12] to 
design a desiccant container using 
water- vapor-permeable packaging materials. 

C 

Finally, claim 1 of the '942 patent requires that the 
inner surfaces of the microporous and laminate films be 
"comprised of compatible polymeric materials." The 
district court concluded that Komatsu teaches the use of 
compatible films because "[t]he Komatsu patent suggests 



the employment of the same materials claimed by the 
'942 patent to be 'compatible polymeric materials.'" It is 
true that Komatsu discloses the same general classes of 
materials that are identified in the '942 patent. Thus, both 
patents state that the microporous and laminate films can 
be made from polyethylene, polypropylene, and other 
polyolefinic materials. See Komatsu, col. 2, 11. 19-21; col. 
3, 11. 12-15; '942 patent, col. 5, 11. 12-15, 47-50. 
However, in concluding that Komatsu teaches the use of 
compatible polymeric materials, the district court failed 
to acknowledge that the specified classes of materials 
comprise a large number of substances with quite 
different properties, and that various combinations of 
those materials can be compatible or incompatible 
depending on how they are assembled in layers to form 
the container. 

The [**13] specification of the '942 patent expressly 
defines the term "compatible." It states: 

"Compatible" means that the materials 
mix on a molecular scale and will 
crystallize homogeneously. Thus, while 
such layers may not have precisely the 
same softening point, they should have 
softening points which are consistent, so 
that the materials will mix on a molecular 
level. 

'942 patent, col. 6, 11. 6-10. Thus, "compatible" materials 
have similar melting or softening temperatures, while 
incompatible materials have dissimilar softening points. 
The district court reasoned that "[t]he Komatsu patent 
does not identify the inner surfaces of the films as 
comprised of compatible polymeric materials, but that 
does not mean[] that they are not." However, the 
Komatsu specification does identify the relative softening 
points of the various polymeric films that constitute the 
package material, and an analysis of those softening 
points indicates that Komatsu teaches the use of 
incompatible materials for the inner surfaces of the 
containers, whereas the '942 patent requires the use of 
compatible materials for those surfaces. 

[*1007] The container disclosed in Komatsu 
comprises three layers: a single-layered microporous 
[**14] film and a two-layered laminate film. The three 
layers are heat-sealed to each other so as to create a 
closed container for the oxygen-absorbent material. The 
preferred embodiment of the desiccant container in the 
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'942 patent also contains a single-layered microporous 
film sealed to a two-layered laminate film. 2 Thus, the 
packages disclosed by the Komatsu and '942 patents 
share a three-layered structure in which the inner layer of 
the laminate film faces and seals to the inner surface of 
the microporous film. Additionally, both patents provide 
that the outer layer of the laminate film should be 
incompatible with its inner layer. The '942 patent states 
that the outer surface of the laminate film "should be 
manufactured from incompatible materials ... with a 
higher softening point than the inner surface of the 
laminate film material," '942 patent, col. 6, 11. 15-19, 
while Komatsu similarly states that the outer surface of 
the laminate film should have a higher softening point 
than its inner surface, Komatsu, col. 3, 11. 28-29. 

2 The specification of the '942 patent provides 
that the microporous film can consist of either a 
single layer or a laminate of two or more 
microporous film layers. [**15] '942 patent, col. 
4, 11. 55-58; col. 5, 11. 9-12. As noted/however, 
the specification makes clear that the preferred 
embodiment of the desiccant package contains a 
single-layered microporous film. Moreover, in 
briefing and at oral argument the parties seemed 
to assume that the container claimed in the '942 
patent has a total of three layers: a single-layered 
microporous film and a two-layered laminate 
film. In any event, the discussion below, Which 
focuses on whether the inner surface of the 
microporous film is compatible compatible with 
the inner laminate layer, applies with equal force 
to an alternative embodiment of the container 
having four or more layers. The difference 
between the containers described in the two 
patents would be even greater if the three-layered 
Komatsu container were compared to a 
. four-layered embodiment of the '942 container. 
The possibility that the microporous film can have 
more than one layer in the '942 patent therefore 
does not alter our conclusion that the district court 
erred in finding that the Komatsu and '942 patents 
teach identical containers. 

Despite these similarities, the containers disclosed in 
Komatsu and in the '942 patent differ in a key respect. 
[**16] Claim 1 of the '942 patent requires that the inner 
surface of the laminate film be compatible with the inner 
surface of the microporous film-that is, the softening 
points of those two layers must be consistent. In contrast, 



Komatsu teaches that the microporous film and the inner 
laminate films should have quite different softening 
points; Komatsu explains that the softening point of the 
microporous film should preferably be at least 20 
[degrees] C higher than that of the inner laminate film. 
Komatsu, col. 3, 11. 16-19. Thus, Komatsu teaches the use 
of incompatible films precisely where precisely where the 
'942 patent requires the films to be compatible. 3 That 
difference is important, according to the disclosure of the 
'942 patent, because the '942 specification asserts that 
uncoated films with similar softening points will mix on a 
molecular level to form bonds that are significantly 
stronger than the bonds formed using incompatible 
adhesive-coated films. See '942 patent, col. 6, 11. 1-12. 

3 The container disclosed in Komatsu differs 
from that described in the '942 patent in another 
respect. The specification of the '942 patent 
provides that the outer laminate layer should 
preferably [**17] be "formed from materials 
which are incompatible with the microporous 
layer, such as materials having a higher melting or 
softening point." '942 patent, col. 5, 11. 63-67. In 
contrast, Komatsu permits the outer laminate 
layer to be compatible with the microporous film 
layer. Komatsu, col. 3, 11. 24-25. 

Multisorb argues that Komatsu must be understood 
to teach the use of compatible [*1008] materials on the 
container's inner surfaces because the two patents 
disclose the same scheme of relative softening points. To 
support that assertion, Multisorb points to language in the 
'942 patent stating that the softening temperature of the 
inner surface of the laminate film should be "lower than 
or equal to the softening temperature of the inner surface 
of the uncoated microporous film." '942 patent, col. 5, 11. 
54-55. Based on that language, Multisorb argues that both 
Komatsu and the '942 patent require that the inner 
surface of the laminate film have the lowest softening 
point and that the outer surface of the laminate film have 
the highest softening point of the three layers. However, 
Multisorb ignores the fact that while the '942 patent 
requires the inner surfaces of the laminate and 
microporous films [**18] to have similar softening 
points, Komatsu requires the films to have dissimilar 
softening points. Komatsu thus does not teach the use of 
a microporous film that is compatible with the inner 
surface of the laminate film. The teaching of both patents 
with regard to the relative softening temperatures among 
the temperatures among the various surfaces does not 
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obviate that fundamental difference. 

It is therefore evident that even though the patents 
disclose the same classes of polymeric materials used to 
form the packaging material, the containers described in 
Komatsu and in the '942 patent are different in a way that 
the '942 patent treats as important to the invention. In 
essence, the Komatsu container is formed by heat-sealing 
a microporous layer with a high softening point to an 
inner laminate layer with a low softening temperature. In 
contrast, the '942 container is formed by sealing a 
microporous layer with a low softening point to an inner 
laminate layer that also has a low softening temperature. 
The district court looked only to the classes of materials 
described in the patents and did not examine the 
softening points of the materials. It therefore failed to 
recognize that Komatsu [**19] discloses the use of 
incompatible materials where the '942 patent requires 
compatible materials, and it therefore incorrectly 
concluded that Komatsu teaches the same container as 
that claimed in the '942 patent. 

II 

Sud-Chemie contends that secondary considerations, 
including unexpected results, copying, and commercial 
success indicate that the invention of the '942 patent 
would not have been obvious to a person of skill in the 
art. The district court did not explicitly address any of the 
secondary consideration evidence, other than to state that 
the '942 patent did not employ elements that worked 
together in an unexpected manner. As we have repeatedly 
emphasized, evidence relating to secondary 
considerations "constitutes independent evidence of 
nonobviousness" and can be quite instructive in the 
obviousness inquiry. Ortho-McNeil Pharm., Inc. v. Mylan 
Labs., Inc., 520 F.3d 1358, 1365 (Fed. Cir. 2008). The 
district court should therefore attend carefully to any 
evidence of these secondary considerations of 
nonobviousness on remand. See Ruiz v. A.B. Chance Co., 
234F.3d654, 667 (Fed. Cir. 2000) [**20] (district court 
erred in failing to consider or discuss evidence of 
secondary considerations). 

Sud-Chemie focuses in particular on the evidence of 
unexpected results. In that regard, Sud-Chemie argues 
that a person of skill in the art would not have expected 
uncoated laminate and microporous films to form 
stronger bonds than adhesive-coated films. In response to 
that argument, Multisorb contends that the '942 patent's 
mere assertion that "[i]t has been surprisingly discovered 



that strong, laminated desiccant packaging materials can 
[*1009] be produced from uncoated microporous or 
nonwoven films" is insufficient to establish an 
unexpected result. See '942 patent, col. 4, line 67, through 
col. 5, line 3. 

Multisorb is correct that conclusory statements in a 
patent's specification cannot constitute evidence of 
unexpected results in the absence of factual support. See 
In re Soni, 54 F.3d 746, 750 (Fed. Cir. 1995). However, 
the '942 patent provides evidence pertaining to the 
allegedly unexpected advantages of uncoated over coated 
films beyond its mere declaration that the results were 
surprising. Examples 1 and 2 of the '942 patent describe 
embodiments of the desiccant container in which 
uncoated [**21] but compatible laminate and 
microporous films formed seals with an average strength 
of more than nine pounds per square inch. In contrast, 
Example 3 shows that coated but incompatible films 
produced weaker bonds with a seal strength of only 2.77 
pounds per square inch. The specification therefore 
contains specific evidence pertinent to Sud-Chemie's 
contention that the use of uncoated films yields 
advantages over more conventional combinations such as 
the incompatible surfaces disclosed in the Komatsu 
patent. See Soni, 54 F.3d at 750 (specification contained 
more than a merely conclusory assertion of unexpected 
results because it also provided data demonstrating 
improved properties). The district court should consider 
that evidence, as well as any contrary evidence offered by 
Multisorb, as it pertains to the obviousness inquiry. Of 
course, evidence of unexpected results and other 
secondary considerations will not necessarily overcome a 
strong prima facie showing of obviousness, see Pfizer, 
Inc. v. Apotex, Inc., 480 F.3d 1348, 1372 (Fed. Cir. 
2007), and we make no judgment as to the probative 
value of Sud-Chemie's evidence regarding the asserted 
secondary considerations beyond emphasizing [**22] 
that the district court should take such evidence into 
account when conducting its obviousness analysis. 

in 

The '942 patent contains one independent claim and 
11 dependent claims. The district court's summary 
judgment opinion only addressed claim 1, the '942 
patent's sole independent claim. Multisorb argues that the 
patent's dependent claims are also invalid as obvious, and 
Sud-Chemie challenges that assertion in its reply brief. 
Because Sud-Chemie did not address the validity of the 
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dependent claims in its summary judgment motions 
below or in its opening brief on appeal, we will not 
consider its argument that the patent's dependent claims 
are valid regardless of the disposition of claim 1. 

In summary, we hold that the district court erred in 
certain respects in the course of ruling, on summary 
judgment, that the '942 patent was invalid due to 
obviousness. While, as indicated above, we agree with 
much of the district court's treatment of the differences 
between claim 1 of the '942 patent and the prior art 
Komatsu patent, we disagree with the court's analysis in 
two important respects: (1) with regard to its conclusion 
that Komatsu teaches using the same materials on the 
container's inner [**23] surfaces as those claimed in the 



'942 patent; and (2) with regard to its treatment of the 
evidence set forth in the '942 specification that the use of 
compatible materials on the container's inner surfaces 
produces results that are significantly better than the 
conventional sealing methods. Because our resolution of 
those issues may affect the trial court's ultimate decision 
whether summary judgment of obviousness is appropriate 
in this case, we remand for further proceedings consistent 
with this opinion. 

[*1010] Each party shall bear its own costs for this 
appeal. 

VA CA TED and REMANDED. 



